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Application/Control Number: 10/691 638 

Art Unit: 1755 ^ 
Response to Restriction: 

Applicant's election with traverse of Group I. claims 1-3 and 6 in the reply filed on 
9/15/04 is acknowledged. The traversal is on the ground(s) that Group I and Group II 
are both identical products and are not mutually exclusive species to an intermediate- 
final product relationship. This is not found persuasive because the applicants' claim 1 
is vague and it is certainly not clear exactly what applicants are claiming for their 
invention. Is it a generic product/composition in claim 1 or is it a panel? The applicants 
are literally claiming two statutory classes of invention in claim 1 in that it contains a 
composition and an article. It is also noteworthy to mention that applicants seem to 
wish to have it both ways and even argue Group I and II as both a product "and" a 
panel. In the first paragraph of their response, they argue that Groups I and II are the 
same or identical products. Then, in the last two lines on page 2 of their response, 
applicants argue that Groups I and II are drawn to a "panel". So which one is it in claim 
1 ? Is it a panel or is it a generic compositional product? Because of applicant's 
vagueness with respect to what they are actually claiming, the restriction stands. Claim 
1 was treated as a panel and claims 4-5 was treated as a composition, both different 
statutory classes of invention. 

Thus, if applicants wish the examiner to withdraw the restriction and rejoin 
Groups I and II (claims 1-6), they must delete the phrase "in particular in panel form- 
it is clear that they are only claiming a generic compositional product. If they refuse, 
rejoinder is respectfully denied for the proper reasons set forth under intermediate-final 
product relationship. Applicants may easily resolve this by deleting all reference to a 



so 
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panel in claim 1 (in particular in panel form). Should they do so, claims 1-6 will be 
rejoined. Further, should they delete "in panel form", they can add it to claim 6 or 
another dependent claim off of claim 1 as an intended use claim. More so, should 
applicants agree to delete "in particular in panel form" in claim 1, they are reminded that 
the addition of new claims directed to a panel or cladding element or partition element 
(in the preamble and thus claiming the actual article) will be treated as claims non- 
elected by original presentation. 

The applicants argue that inventions I and II should be also rejoined with III. The 
examiner disagrees. This depends upon how applicants amend their claim 1 (if at all) 
whether they resolve the situation stated above because a generic product is a 
compositional claim and a panel is an article. Should they delete any reference to a 
panel, then the generic product is not necessarily a panel. It can also be siding, roofing, 
slabs, corrugated sheet, flat sheet, etc. In other words, the generic compositional 
product can be a materially different invention because it is directed to making a 
different article. 

It is noted that should applicants delete the reference to a "panel" in claim 1 , they 
cannot combine or have rejoinder with claim 7 because it is directed to a panel. Should 
they not amend amend claimi , this claim will be treated as a panel. If this is the case, it 
would mean that applicants mean to claim a "panel" and not a generic compositional 
product. They should then amend their preamble to indicate a "panel" is what is being 
claimed for their invention and not a generic compositional product. The applicants 
have also argued, assuming that Group I is a panel and Group III is a generic 
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compositional product, that there is no evidence that a panel can be made by pouring 
and casting, injection molding, extrusion, etc. In rebuttal, there is evidence. Applicants 
are referred to Merkley et al. 745 B2 wherein they teach panels ( see col.1. line 49) can 
be made by the Hatschek process and other fabrication processes such as extrusion, 
injection molding, filter press, and flow-on machines. Gleeson et al. '697 B2 also teach 
different processes to make a panel including the Magnani process (see col.5, last 
paragraph and col.6, first paragraph) This meets the requirements that the vaguely 
claimed panel of Group I can be made by multiple different processes. 

For the foregoing reasons, restriction is proper. Applicants are again reminded 
that rejoinder will depend upon how they amend their claims in their next response. 
Only Group I was examined yet it can easily be rejoined to Group II should they delete 
reference to a panel in the preamble so the invention is directed to a composition and 
not an article. If applicants have any questions, they can always call the examiner 
regarding this situation for further clarification. The requirement is still deemed proper 
and is therefore made FINAL. 

Rejection under 35 USC in?- 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was l<nown or used by others in this country, or patented or described in a nrinteH 
publrcafon ,n this or a foreign country, before the invention Sereo'f byte appTcant fofa pat'^^^^^^^^ 

(b) the invention was patented or described in a printed publication in this or a foreign country or in oublic 
us^e or on sale ,n th.s country, more than one year prior to the date of application for'patent Ke UnS 
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Claims 1-3 and 6 are rejected under 35 U.S.C. 102(a and b) as being clearly 
anticipated by Baes '672. Johnson et al. 775 or '159 or '415, Suzuki et al. '620, any of 
the James Hardie Research Pty Limited Patents (including Merkley '744 B2, '745 82, 
'103 B2. Naji et al. '897 82, Duselis et al. '146 81 or '248 81. or Gleeson et al. '697 
B2), Barrable'335or'555, Castro '609 B1, Gordon et al. '91 1, Ausborn et al. (DD 
253421), Gregerson et al. (EP 263723), or Seto et al. (JP 62223046). 

All of the above cited references teach a composition or product comprising at 
least one hydraulic binder, and pozzolan as well as cellulose fiber and/or synthetic 
fibers thus anticipating the instant invention (see respective claims and/or abstract of 
each patent or abstract). It is also noted that the product or panel (whichever applicant 
means) can be made by multiple different processes and still arrive at making the same 
panel. Product by Process claims do not patentably distinguish the product of reference 
even though made by a different process." In re Thoroe , 227 USPQ 964. 



Rejection under 35 USC 103- 

The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth m section 102 of this title, if the differences between the subject matter sought to bTpatemed and 
'^J::!::^:!:^^^^!^^'' - ^ -'^.^-^ -^^'^ have been Obvious at the timtthe 



S^KiT' k"" n"" 11^ '^""'"9 to which said subject matter pertains 

Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1-3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overbyBaes'672, Johnson et al. '775, or '159, Suzuki et al. '620, any of the James 
Hardie Research Pty Limited Patents (including Merkley '744 B2, '745 B2, '103 82, 
Naji et al. '897 B2, Duselis et al. '146 81 or '248 B1, or Gleeson et al. '697 B2), 
Barrable '335 or '555, Castro '609 81. Gordon et al. '91 1, Ausborn et al. (DD 253421), 
Gregerson et al. (EP 263723), or Seto et al. (JP 62223046) alone or in view of 
Johnson et al. '415. 

All of the above cited references teach a composition or product comprising at 
least one hydraulic binder, and pozzolan as well as cellulose fiber and/or synthetic . 
fibers. Not all the references, however, teach that the filler used to make their product is 
calcium carbonate. However, it is the examiner's position that it would have been an 
obvious design choice for one of ordinary skill in the art to use a known filler such as 
calcium carbonate which can ultimately molded to fomi a panel or other article. 
Johnson et al. '415 teach that the filler used in his process of making a sheet on a 
machine such as a Hatschek machine may be an inert substance such as calcium 
carbonate or any other suitable substance. Thus, it is the examiner's position that it 
would have been an obvious design choice to use a specific filler such as calcium 
carbonate according to Johnson et al. '415 or any other inert filler that is within the 
teaching of the primary references. 

Again, as stated above, the process of making the product claimed need not be 
the same to anticipate nor render obvious the instantly claimed generic compositional 
product in reference to In re Thorpe above. 
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Rejection under 35 USC 113 Second Paraora ph- 

Claims 1-3 and 6 are rejected under 35 U.S.C. 112, second paragraph, as failing 
to set forth the subject matter which applicant(s) regard as their invention. 

Claim 1 is indefinite because applicants are claiming two statutory classes of 
invention in a single claim. They claim a generic compositional product and a panel. It 
is not clear which one is being claimed and it is certainly improper to have both in the 
same claim. Further, claims 1-3 and 6 are rejected under 35 USC 101 because they 
are claiming two statutory classes of invention in a single claim. Namely, a composition 
and an article. 

The terms "such as" repeated twice in claim 1 is vague and indefinite. Removal is 
advised. 

Claim 1 should require the addition of both synthetic fiber such as polyolefin and 
cellulose fiber. Presently claim 1 only requires synthetic fiber which does not seem to 
be consistent with applicants' specification. 

The terms "capable of undergoing" is vague and indefinite. Deletion of "capable 
of undergoing" and insertion therefor of -that undergoes-would resolve this issue in 
claim 2. 

The terms "chosen from" is not proper Markush language. Amendment to - 
selected from the group consisting of— is advised in claim 2. 

The term "preferably" is indefinite in claim 2. Deletion is advised. 
The terms "such as " are indefinite in claim 3. 
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Claims 4 and 6 are improper multiple dependent claims because they refer back 
to another multiple dependent claim. 

Claim 4 is indefinite because it is unclear how much of the 2 to 10 wt% fibers are 
cellulose fibers and how much exactly are synthetic fibers such as polyolefin or polyvinyl 
alcohol. Please specify the amounts of each kind of fiber in the claims to resolve this 
issue. Stating "at least some of which are synthetic fibers" is vague and tells nothing 
regarding the particular amounts of each kind of fiber. 

The terms "additives" in claim 4 is vague and indefinite. Is the other ingredients 
such as cement, calcium carbonate, fibers, and pozzolan not also additives to the 
composition? Applicants should specify the specific additives they mean for their 
invention. Broadly stating additives does not particularly point out and distinctly claim 
their invention. 
Abstract: 

The abstact is improper because it must be a single paragraph. The last line is 
separated from the initial paragraph. Combining this last sentence with the paragraph to 
form a single paragraph would resolve this issue. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Marcantoni whose telephone number is 571-272- 
1373. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell, can be reached at 571-272-1 362.The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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